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Regarding rejections of base independent Claims 29, 32, 46 and 47, a brief article written by 
Cohen is the only reference the examiner has cited against Claims 29, 46 and 47. The examiner 
admits that "Cohen does not expressly disclose (a) running a gift registrar application on at least one 
gift registry site," then proceeds to state, "...but official notice is taken that running applications on 
computers is well known"! The claim requires "running a gift registrar application on at least one 
gift registry site." For the examiner to claim that running a gift registrar application on at least one 
gift registry site is a, "fact asserted to be well known ....capable of instant and unquestionable 
demonstration as being well known," is clearly not supportable. Furthermore, the claim requires that 
the gift registrar application perform the steps of storing a wish list of gift selections made by a 
registrant at a plurality of service provider sites and returning that list to a purchaser remote from any 
gift registry site. Clearly the gift registrar application required is not an application "capable of 
instant and unquestionable demonstration as being well known". 

In addition, the examiner admits that "Cohen does not expressly disclose that the gift 
purchaser accesses the stored wish list from a site remote from any gift registry sites," then proceeds 
to state, "...but official notice is taken that it is well known to access online web sites from remote 
sites." Again, the requirement of this claim element in Claims 29, 46 and 47, in combination with 
a gift registrar application, is certainly not a "fact asserted to be well known ....capable of instant and 
unquestionable demonstration as being well known." It is not according to the procedures of Section 
2 144.03 (A) of the MPEP to use "official notice" to fill in wherever there is a missing claim element 
in the references cited against complex computer software method claims. The examiner not only 
has used an impermissible hindsight reconstruction in making a 103 (a) obviousness rejection, but 
has provided no combination of references which can be addressed by Applicant for proper argument 
against the reconstruction when requested by Applicant to do so. Applicant is expected to accept 
that the knowledge in the examiner's head is sufficient to replace elements missing in Cohen, the 
only cited reference. 

Further, the examiner consistently uses the language, "...official notice is taken that it is well 
known," when referring to the facts established by his "official notice". Applicant is left to question 
whether the examiner is confused about when the facts he claims are "capable of instant and 
unquestionable demonstration as being well known" should have been so. To qualify as facts 
appropriate to "official notice", they must have been well known, not on July 20, 2006, the date of 
the first office action, nor on January 3 1 , 2007, the date of the final office action, but on May 7, 1 999 
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the effective filing date of the parent application. The examiner did not state, "...but official notice 
is taken that [fact in question] was well known on May 7, 1999/' nor should he. As provided in 
MPEP, Section 2144.03 (A), in re Eynde (CCPA 1973), the court stated: 

"[W]e reject the notion that judicial or administrative notice may be taken of the state 
of the art. The facts constituting the state of the art are normally subject to the 
possibility of rational disagreement among reasonable men and are not amenable to 
the taking of such notice". 

Whatever his background, the procedures required by the MPEP, Section 2 1 44.03 (A) do not support 
that the examiner is qualified to assert the state of the prior art in 1999 without cited references to 
corroborate his assertions. 

Claims 29, 46 and 47 are the independent claims in the application and are the base claims 
for all dependent claims. Hence, the examiner incorporates "official notice as applied to claim 29 
above" in his rejection of Claims 30, 31, 33, 34, 35, 36, 37, 39, 40, 41, 42, 43, 44 and 45. Applicant 
respectfully requests the Director to set aside the rejections (based upon rejections made of Claims 
29, 46 and 47) improperly founded upon "official notice" in all these cases. 

Similarly, and further, the examiner uses official notice to provide a missing claim element 
in his rejection of Claim 36 on page 6 of the final action dated January 31, 2007. The examiner 
admits that "neither Cohen nor 'Lillian Vernon' expressly discloses associating an SP ( merchant) 
site to the occasion reminder," and then continues, ". ..but official notice is taken that it is well known 
for e-mails to include merchant or other site links associated to them." Again, the examiner seems 
confused as to the time period he must be establishing for the missing element and the missing 
element is not a "fact asserted to be well known ....capable of instant and unquestionable 
demonstration as being well known." 

Again, in his rejection of Claims 40 and 41 on page 8 of the final action dated January 31, 
2007, the examiner admits that none of the cited references explicitly teaches the gift registrar 
application displaying a sale event data to users accessing the gift registry site, and the gift registrar 
application sending a sale event notification, then the examiner continues, "...but official notice is 
taken that it is well known to send out notifications (e.g., e-mails) containing advertising." Again, 
the examiner seems confused as to the time period he must be establishing for the missing element 
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and the missing element is not a "fact asserted to be well known ....capable of instant and 
unquestionable demonstration as being well known." 

A copy of the claims as currently on appeal before the BPAI have been included as Appendix 
I to this petition. A copy of the final action dated January 3 1 , 2007 is included as Appendix II to this 
petition with the instances of "official notice" highlighted. 

Applicant believes that a proper basis has been established for the examiner's misuse of 
"official notice" in the rejection of Claims 29-37 and 39-47 and respectfully requests the director 
to set aside every part of the rejections, that are based upon the improper use of "official notice", in 
all cases where it appears in the final action of January 31, 2007. 

Applicant requests that this petition be speedily granted, and if there are any questions, 
Applicant requests a call to Patrick Dwyer at (206) 550-4049. 




Respectfully submitted, 



P002D1-Pet 1181.PET 



PATRICK MICHAEL DWYER 
Reg. No. 32,411 



Patrick M. Dwyer PC 

1317 Sixth Avenue N, Suite 404 

Seattle, WA 98109 
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APPENDIX I 

Claims on Appeal: 
1.-28. (Cancelled) 

29. A method of providing a gift registry service over a distributed network of computers, the 
method comprising the following steps: 

a. running a gift registrar application on at least one gift registry site; 

b. a gift registrant accessing goods or services online from a plurality of goods or 
service provider (SP) sites, and registering a gift selection from each of the plurality of SP sites 
into a gift registrant wish list; 

c. the gift registrar application storing the wish list into a wish list data memory 
structure accessible to at least one gift registry site; and 

d. a gift purchaser accessing the stored wish list from a site on the distributed 
network remote from any gift registry site. 

30. The method of Claim 29 further comprising, in step d, the gift purchaser accessing the 
wish list by searching for at least one criterioncriteria. 

3 1 . The method of Claim 29 further comprising the following steps, where step e occurs at 
any time after step b; and the timing and sequence of steps e - g are not dependent on steps c - d: 

e. the gift registrant creating a distribution list, the distribution list being stored in a 
distribution list data memory structure accessible from the gift registry site; 

f. the gift registrant requesting that the gift registrar application send notifications to 
members of the distribution list; and 

g. the gift registrar application sending notifications to members of the distribution 

list. 

32. The method of Claim 29 further comprising, at any time after step b, the gift registrant 
registering an occasion and associating at least one wish list with the occasion, the occasion data 
and the association(s) being stored in an occasion data memory structure accessible to the gift 
registry site. 
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33. The method of Claim 32 further comprising, after the step of registering an occasion, the 
gift registrant creating a distribution list, the distribution list being stored in a distribution list 
data memory structure accessible to the gift registry site; and further associating the distribution 
list with an occasion and the association being stored in a data memory structure accessible to the 
gift registry site. 

34. The method of Claim 33 further comprising, after the steps of associating the occasion 
with a distribution list and storing the association, the gift registrant specifying an occasion 
reminder for repeating notifications, the occasion reminder being stored in an occasion reminder 
data memory structure accessible to the gift registry site. 

35. The method of Claim 34 further comprising, after the step of specifying the occasion 
reminder, associating a wish list to the occasion reminder, and storing the association in an 
occasion reminder data memory structure accessible to the gift registry site. 

36. The method of Claim 34 further comprising, after the step of specifying the occasion 
reminder, associating an SP site link to the occasion reminder, and storing the association in an 
occasion reminder data memory structure accessible to the gift registry site. 

37. The method of Claim 34 further comprising, after the step of specifying the occasion 
reminder, the gift registrant specifying at least one occasion trigger for notification of the 
members of the associated distribution list; and further the gift registrar application automatically 
sending the occasion reminder to each of the members of the distribution list upon the tripping of 
an occasion trigger. 

38. The method of Claim 37 further comprising, after the step of automatically sending the 
occasion reminder to the members of the associated distribution list, the gift registrar application 
automatically sending an occasion notification to at least one SP upon the tripping of an occasion 
trigger. 

39. The method of Claim 29 further comprising, at any time before, during or after steps a - 
d: 

h. an SP registering a sale event by sending sale event data over the network of 
computers to the gift registry site; and 
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i. the gift registry site storing the sale event data in a sale event data memory 
structure accessible to the gift registry site. 

40. The method of Claim 39 further comprising, after step i, at least one of the following 
steps: 

j. the gift registrar application displaying the sale event data to users accessing the 
gift registry site; and 

k. the gift registrar application sending a sale event notification. 

41 . The method of Claim 40 wherein in step k, the sale event notification contains pertinent 
wish list data. 

42. The method of Claim 29 further comprising, after step d, the gift purchaser viewing a 
display of multiple SP's from whom the purchaser may purchase items on the gift registrant's 
wish list. 

43. The method of Claim 29 further comprising, after step d, the gift registrar application 
indicating the most desirable SP for an item on the gift registrant's wish list. 

44. The method of Claim 29 further comprising, after step d, the following steps: 

1. the gift purchaser purchasing a gift suggested by the gift registrant's wish list; and 
m. the gift registrar application storing data pertaining to the gift purchaser's 

purchases for a gift registrant in a purchased items data memory structure accessible to the gift 

registry site. 

45. The method of Claim 44 wherein, after step m, the gift registrar application provides gift 
recommendations to prospective gift purchasers, based upon gifts previously purchased for the 
gift registrant whose wish list the purchaser is accessing. 

46. A method of providing a gift registry service over a distributed network of computers, the 
method comprising the following steps: 

a. running a gift registrar application on at least one gift registry site; 

b. a gift registrant accessing goods or services online from a goods or service 
provider (SP) site, and registering a gift selection from the goods or service provider site into a 
gift registrant wish list; 
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c. the gift registrar application storing the wish list into a wish list data memory 
structure accessible to at least one gift registry site; and 

d. a gift purchaser accessing the stored wish list from a site on the distributed 
network remote from any gift registry site. 

47. A method of providing a gift registry service over a distributed network of computers, the 
method comprising the following steps; 

a. running a gift registrar application on at least one gift registry site; 

b. a gift registrant accessing goods or services online from a plurality of goods or 
service provider (SP) sites, and registering a gift selection from each of the plurality of SP sites 
into a gift registrant wish list; 

c. the gift registrar application storing the wish list into a wish list data memory 
structure accessible to at least one gift registry site; 

d. a gift purchaser accessing the stored wish list from a site on the distributed 
network remote from any gift registry site; and 

e. the gift registrar application indicating to the gift purchaser the most desirable SP 
for at least one item on the gift registrant's wish list. 
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DETAILED ACTION 

Claims 29-47 have been examined. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 29-37 and 3945 

Claims 29 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cohen ("Going to the Chapel") in view of official notice. As per claim 29, Cohen 
discloses a method of providing a gift registry service over a distributed network of 
computers, the method comprising the following steps: (b) a gift registrant accessing 
goods or services online from a plurality of goods or service provider (SP) sites, and 
registering a gift selection from one or more, potentially each, of the plurality of goods or 
service provider sites into a gift registrant wish list; (c) storing the wish list into a wish list 
data memory structure accessible to at least one gift registry site; and (d) a gift 
purchaser accessing the stored wish list from a site on the distributed network (first 
three paragraphs). Cohen does not expressly disclose (a) running a gift registrar 
application on at least one gift registry site, but official notice is taken that running 
applications on computers is well known. Hence, it would have been obvious to one of 
ordinary skill in the art of electronic commerce at the time of applicant's invention to run 
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a gift registrar application on at least one gift registry site, for the obvious advantage of 
enabling the online sites disclosed by Cohen to carry out their disclosed functions. 

Cohen does not expressly disclose that the gift purchaser accesses the stored 
wish list from a site remote from any gift registry sites, but official notice is taken that it is 
well known to access online web sites from remote sites, that being one of the beauties 
of the World Wide Web. Hence, it would have been obvious to one of ordinary skill in 
the art of electronic commerce at the time of applicant's invention for the access to be 
remote, for the stated advantage of not having to trudge around crowded department 
stores and wait in line to buy gifts on a couple's wedding registry. 

As per claim 32, Cohen discloses a "couple's personalized 'Our Wedding' page" 
(second paragraph), implying that the gift registrant has registered an occasion and 
associated at least one wish list with the occasion, the occasion data and the 
association(s) being stored in an occasion data memory structure accessible to the gift 
registry site. Cohen does not disclose whether the gift registrant has registered an 
occasion before or after (b) accessing goods or services online from provider sites, and 
registering gift selections. . The result would be the same in either case, and even if the 
order differs from that in the system Cohen describes, changing the sequence in which 
ingredients are added has been held to be obvious to one of ordinary skill (Ex Parte 
Rubin 128 USPQ 440, 441-442, Board of Patent Appeals and Interferences, 1959), to 
which a change in the sequence in which steps are performed with the same results is 
held to be analogous. 
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Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cohen 
("Going to the Chapel") and official notice as applied to claim 29 above, and further in 
view of the anonymous article, "InfoGear® and Amazon.com Team up to Sell Books Via 
Internet Appliances," hereinafter "InfoGear." Cohen does not disclose that the gift 
purchaser accesses the wish list by searching for at least one criterion, but it is well 
known to access relevant pages, etc., by searching websites by at least one criterion, 
as taught, for example, by "InfoGear" (paragraph beginning, "The CIDCO iPhone's 
touch-screen," and in particular the sentences beginning, "The extensive Amazon.com . 
website" and "Other features include"). Hence, it would have been obvious to one of 
ordinary skill in the art of electronic commerce at the time of applicant's invention for the 
gift purchaser to access the wish list by searching for at least one criterion (e.g., 
searching through a list of couples to find the name(s) of the gift registrant(s), or else 
entering a criterion such as the gift registrant's name in an engine for searching a gift 
registry site), for the obvious advantage of enabling a gift purchaser to find the wish list 
on a site where there a multiplicity of wish lists. 

Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cohen 
("Going to the Chapel") and official notice as applied to claim 29 above, and further in 
view of the anonymous article, "Lillian Vernon Launches New Interactive Online 
Catalog," hereinafter "Lillian Vernon." Cohen does not disclose (e) the gift registrant 
creating a distribution list, the distribution list being stored in a distribution list memory 
data structure from the gift registry site; (f) the gift registrant requesting that the gift 
registrar application send notifications to members of the distribution list; and (g) the gift 
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registrar sending notifications to members of the distribution list. However, "Lillian 
Vernon" teaches a distribution list, evidently stored in a corresponding data structure for 
the disclosed features to be operative, the gift registrar sending notifications to 
members of the distribution list, wherein the distribution list is presumably created by the 
gift registrant, who also requests that notifications be sent to members of the distribution 
list (paragraph beginning, "Features of the new online catalog"), because otherwise it 
would be difficult for the gift registrar to know who the customer's "family and friends" 
were, what their e-mail addresses were, or what dates were special occasions; also, 
sending such reminders without the approval of the gift registrant could lead to 
embarrassment and various difficulties. Hence, it would have been obvious to one of 
ordinary skill in the art of electronic commerce at the time of applicant's invention to 
carry out these steps, for the obvious and implied advantages of aiding gift registrants in 
obtaining the products they desire, and sellers in making profitable sales. 

Claim 33 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Cohen 
("Going to the Chapel") and official notice as applied to claim 32 above, and further in 
view of the anonymous article, "Lillian Vernon Launches New Interactive Online 
Catalog," hereinafter "Lillian Vernon." Claim 33 is obvious on the grounds set forth for 
claim 31 above. 

Claims 34, 35, 36, and 37 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Cohen ("Going to the Chapel"), "Lillian Vernon," and official notice as 
applied to claim 33 above, and further in view of Lewis ("Desk: Zedcor's Septet of 
Applications Takes Aim at Microsoft Works"). As per claim 34, "Lillian Vernon" teaches 



Application/Control Number: 1 0/634,627 Page 6 

Art Unit: 3625 

sending reminders before special occasions such as birthdays, anniversaries, and 
holidays (paragraph beginning, "Features of the new online catalog"), implying the gift 
registrant specifying an occasion reminder which is stored. "Lillian Vernon" does not 
disclose the gift registrant specifying an occasion reminder for repeating notifications, 
but it is well known to specify how an occasion reminder is to be repeated, as taught by 
Lewis (paragraph beginning, "Appointments. DeskSecretary reminds you"). Hence, it 
would have been obvious to one of ordinary skill in the art of electronic commerce at the 
time of applicant's invention for the gift registrant to specify an occasion reminder for 
repeating notifications, the occasion reminder being stored in a memory structure, for 
the obvious advantage of arranging repeated notifications, increasing the chance that a 
potential gift purchaser will remember to purchase a gift. 

As per claim 35, "Lillian Vernon" teaches a wish list associated to the occasion 
reminder, implying storing the association is a suitable memory, for the disclosed 
operations to be carried out (paragraph beginning, "Features of the new online 
catalog"). Hence, it would have been obvious to one of ordinary skill in the art of 
electronic commerce at the time of applicant's invention to associate a wish list to the 
occasion reminder, for the obvious and implied advantage of causing family and friends 
to purchase a wished-for item. 

As per claim 36, neither Cohen nor "Lillian Vernon" expressly discloses 
associating an SP (merchant) site to the occasion (reminder, but official notice is taken 
that it is well known for e-mails to include merchant or other site links associated to 
them. Hence, it would have been obvious to one of ordinary skill in the art of electronic 
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commerce at the time of applicant's invention to associate an SP (merchant) site to the 
occasion reminder, for the obvious advantage of encouraging potential gift purchasers 
to connect to a site where gifts can be purchased. 

As per claim 37, "Lillian Vernon" teaches at least one occasion trigger, 
presumably specified by the gift registrant, for notification of the members of an 
associated distribution list (friends and family notified of an approaching birthday, 
anniversary, or holiday; paragraph beginning, "Features of the new online catalog"); 
further, the gift registrar automatically sends the occasion reminder to each of the 
members on the tripping of an occasion trigger (the trigger being that it is three weeks 
before the special occasion). Hence, it would have been obvious to one of ordinary skill 
in the art of electronic commerce at the time of applicant's invention to carry this out, for 
the obvious and implied advantage of causing members of the distribution list to make 
purchases. 

Claims 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cohen 
("Going to the Chapel") and official notice as applied to claim 29 above, and further in 
view of Snyder ("Stores Battle Publishers for Online Gift Registries"). Cohen does not 
disclose an SP registering a sale event by sending sale event data over the network of 
computers to the gift registry site, the gift registry site storing the data, but Snyder 
teaches gift registries selling advertising on their sites (paragraph beginning, "For the 
online content sites"), and official notice is taken that it is well known to transmit 
advertising data to the site where the advertising will be posted, and also that it is well 
known for advertising data to comprise sale event data. Hence, it would have been 
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obvious to one of ordinary skill in the art of electronic commerce at the time of 
applicant's invention for an SP to register a sale event by sending advertisement data 
over the network of computers to the gift registry, the gift registry site storing the data, 
for the obvious advantage of enabling advertising of a sale event to be displayed on the 
gift registry site, and the gift registry site to profit from selling advertising, as stated in 
Snyder. 

Claims 40 and 41 are rejected under 35 UJS.C. 103(a) as being unpatentable 
over Cohen ("Going to the Chapel"), Snyder ("Stores Battle Publishers for Online Gift 
Registries") and official notice as applied to claim|39 above, and further in view of the 
anonymous article, "Lillian Vernon Launches New Interactive Online Catalog," 
hereinafter "Lillian Vernon." As per claim 40, selling advertising on a site with 
demographically desirable shoppers, as taught by Snyder, implies displaying the 
advertising, which may include sale event data, as set forth above with regard to claim 
39, on the site; "Lillian Vernon" teaches a gift registrar sending out notifications 
(paragraph beginning, "Features of the new online catalog"), and official notice is taken 
that it is well known to send out notifications {e.g., e-mails) containing advertising. 
Hence, it would have been obvious to one of ordinary skill in the art of electronic 
commerce at the time of applicant's invention for the gift registrar to send out a sale 
event notification, for the obvious advantage of notifying potential purchasers of a sale 
event, making them more likely to buy. 

As per claim 41 , "Lillian Vernon" teaches a gift registrar sending out notifications 
with pertinent wish list data. 
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Claim 42 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cohen 
("Going to the Chapel") and official notice as applied to claim 29 above, and further in 
view of Vanechanos, Jr. (U.S. Patent 5,884,309). Cohen does not disclose, after step 
(d), the gift purchaser viewing a display of multiple SP's from whom the purchaser may 
purchase items on the gift registrant's wish list, but it is well known to display multiple 
merchant sites from which a purchaser may purchase items, as taught by Vanechanos 
(column 6, line 63, through column 7, line 15). Hence, it would have been obvious to 
one of ordinary skill in the art of electronic commerce at the time of applicant's invention 
for the gift purchaser viewing a display of multiple SP's, for the obvious advantage of 
enabling the gift purchaser to select a suitable of preferred SP. 

Claim 43 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Cohen 
("Going to the Chapel") and official notice as applied to claim 29 above, and further in 
view of Shilcrat (U.S. Patent 5,963,948). Cohen does not disclose, after step (d), the 
gift registrar application indicating the most desirable SP for an item on the gift 
registrant's wish list, but it is well known for cybermalls to enable users to search across 
multiple merchant sites to find the merchant offering desired products, or offering them 
cheaply, as taught, for example, by Shilcrat (column 2, lines 2-10), and providing such 
information is held to constitute indicating the most desirable merchant site/SP. Hence, 
it would have been obvious to one of ordinary skill in the art of electronic commerce at 
the time of applicant's invention for the gift registrar application to indicate the most 
desirable SP for an item on the gift registrant's wish list, for the obvious advantage of 
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assisting purchasers in finding desired products, and finding them cheaply, etc., thus 
encouraging use of the gift registrar site. 

Claims 44 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cohen ("Going to the Chapel") and official notice as applied to claim 29 above, and 
further in view of LeRoy et al. (U.S. Patent 5,970,474). As per claim 44, Cohen 
discloses (I) the gift purchaser purchasing a gift suggested by the gift registrant's wish 
list (firth three paragraphs). Cohen does not disclose (m) the gift registrar application 
storing data pertaining to the gift purchaser's purchases for a gift registrant in a 
purchased items data memory structure accessible to the gift registry site, but it is well 
known to store purchase information regarding a gift registrant in accessible memory, 
as taught by LeRoy (column 6, lines 59-68; column 8, lines 1 1-50). Hence, it would 
have been obvious to one of ordinary skill in the art of electronic commerce at the time 
of applicant's invention to thus store the purchase information, for the stated advantage 
of updating a gift registry, and ensuring that the latest information is always provided to 
a purchasing customer desiring to purchase a gift for the registrant (e.g. avoiding 
duplicate presents). 

As per claim 45, LeRoy teaches providing gift recommendations to prospective 
gift purchasers, based upon gifts previously purchased for gift registrant whose wish list 
the purchaser is accessing Oust as above, regarding claim 44). 

Claim 46 

Claim 46 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cohen 
("Going to the Chapel") in view of official notice. Cohen discloses a method of providing 



Application/Control Number: 10/634,627 Page 1 1 

Art Unit: 3625 

a gift registry service over a distributed network of computers, the method comprising 
the following steps: (b) a gift registrant accessing goods or services online from a goods 
or service provider (SP) site, and registering a gift selection from the goods or service 
provider site into a gift registrant wish list; (c) storing the wish list into a wish list data 
memory structure accessible to at least one gift registry site; and (d) a gift purchaser 
accessing the stored wish list from a site on the distributed network (first three 
paragraphs). Cohen does not expressly disclosej(a) running a gift registrar application 
on at least one gift registry site, but official notice [is taken that running applications on 
computers is well known. Hence, it would have been obvious to one of ordinary skill in 
the art of electronic commerce at the time of applicant's invention to run a gift registrar 
application on at least one gift registry site, for the obvious advantage of enabling the 
online sites disclosed by Cohen to carry out their disclosed functions. 

Cohen does not expressly disclose that the gift purchaser accesses the stored 
wish list from a site remote from any gift registry sites, but official notice is taken that it is 
well known to access online web sites from remote sites, that being one of the beauties 
of the World Wide Web. Hence, it would have been obvious to one of ordinary skill in 
the art of electronic commerce at the time of applicant's invention for the access to be 
remote, for the stated advantage of not having to trudge around crowded department 
stores and wait in line to buy gifts on a couple's wedding registry. 

Claim 47 

Claim 47 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cohen 
("Going to the Chapel") in view of Shilcrat (U.S. patent 5,963,948) and official notice. 
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Cohen discloses a method of providing a gift registry service over a distributed network 
of computers, the method comprising the following steps: (b) a gift registrant accessing 
goods or services online from a plurality of goods or service provider (SP) sites, and 
registering a gift selection from one or more, potentially each, of the plurality of goods or 
service provider sites into a gift registrant wish list; (c) storing the wish list into a wish list 
data memory structure accessible to at least one gift registry site; and (d) a gift 
purchaser accessing the stored wish list from a site on the distributed network (first 
three paragraphs). Cohen does not expressly disclose (a) running a gift registrar 
application on at least one gift registry site, but official notice is taken that running 
applications on computers is well known. Hence, it would have been obvious to one of 
ordinary skill in the art of electronic commerce at the time of applicant's invention to run 
a gift registrar application on at least one gift registry site, for the obvious advantage of 
enabling the online sites disclosed by Cohen to carry out their disclosed functions. 

Cohen does not expressly disclose that the gift purchaser accesses the stored 
wish list from a site remote from any gift registry sites, but official notice is taken that it is 
well known to access online web sites from remote sites, that being one of the beauties 
of the World Wide Web. Hence, it would have been obvious to one of ordinary skill in 
the art of electronic commerce at the time of applicant's invention for the access to be 
remote, for the stated advantage of not having to trudge around crowded department 
stores and wait in line to buy gifts on a couple's wedding registry. 

Cohen does not disclose the gift registrar application indicating to the gift 
purchaser the most desirable SP for an item on the gift registrant's wish list, but it is well 
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known for cybermalls to enable users to search across multiple merchant sites to find 
the merchant offering desired products, or offering them cheaply, as taught, for 
example, by Shilcrat (column 2, lines 2-10), and providing such information is held to 
constitute indicating the most desirable merchant site/SP. Hence, it would have been 
obvious to one of ordinary skill in the art of electronic commerce at the time of 
applicant's invention' for the gift registrar application to indicate the most desirable SP 
for an item on the gift registrant's wish list, for the obvious advantage of assisting 
purchasers in finding desired products, and finding them cheaply, etc., thus encouraging 
use of the gift registrar site. 

Allowable Subject Matter 

Claim 38 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: The closest prior art of record, Cohen ("Going to the Chapel"), teaches a 
method of providing a gift registry service over a distributed network of computers, with 
many elements of claim 29. Other elements of claim 29 and its dependents, through 
claim 37, are taught by the anonymous article, "Lillian Vernon Launches New Interactive 
Online Catalog," by Lewis ("Desk: Zedcor's Septet of Applications Takes Aim at 
Microsoft Works"), or are officially noticed as being well known, as set forth above. 
However, neither Cohen nor any other prior art of record discloses after automatically 
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sending an occasion reminder to the members of an associated distribution list (e.g., 
friends and family of a gift registrant), a gift registrar application automatically sending 
an occasion notification to at least one SP (service provider, such as a merchant selling 
products to be given as wedding or birthday gifts) upon the tripping of an occasion 
trigger. It is known to take various actions upon tripping of an occasion trigger, and it is 
known to send data to merchants (e.g., demographic data on persons to whom the ' 
merchants may wish to advertise), but that is not specific enough to make sending such 
occasion notifications to at least one SP obvious, particularly not in the context of a gift 
registry service. 

Although reliance on a large number of references in a rejection does not, 
without more, weigh against the obviousness of the claimed invention (In re Gorman, 
933 F.2d 982, 18 USPQ2d 1885 (Fed. Cir. 1991 )), the factor that a finding of 
obviousness against claim 38 based on a reference regarding transmitting data to 
merchants would have to be combined with three explicit references and several facts 
of which official notice was taken further weighs against finding claim 38 obvious. 

Response to Arguments 
Applicant's arguments filed December 26, 2006, have been fully considered but 
they are not persuasive. Applicant argues against the obviousness of "running a gift 
registrar application on at least one gift registry site," which is not expressly disclosed by 
Cohen. Examiner replies that Cohen discloses several online gift registries; it is only 
running an application (and accessing from a remote site) of which official notice was 
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taken; and running applications is very well known, and was even in 1999. If, to use 
Applicant's analogy, Applicant were claiming a method for purchasing milk as needed 
by rigging a weight sensor to determine that milk was needed, and having a computer, 
in response, send notification to the grocery store, the claim might well be patentable 
over prior art showing only that it had been known to purchase milk; however, if the 
primary prior art reference disclosed a weight sensor in combination with a computer 
that sent notification to the grocery store, and merely failed to be explicit about the 
computer running a milk-ordering application, the milk-ordering application could well be 
considered obvious, if not inherent. Examiner refers Applicant to the definition of 
"application" from the Microsoft Press Computer Dictionary. It is not clear how the 
servers for the gift registry websites disclosed by Cohen could operate without running 
programs describable as gift registrar applications, and even if they possibly could and 
did, application programs are such standard features of computers that their use would 
have been obvious. 

Next, Applicant argues that Cohen does not disclose, and actually teaches away 
from, element (b) of claim 29, "a gift registrant accessing goods or services from a 
plurality of SP sites..." Examiner replies that Cohen in fact does disclose a plurality of 
SP sites; in her description of The Wedding Network, she writes, "Couples select items 
from a list of online retailers ." and in the American Bridal Registry, "You can select gifts 
off-line or with a provided list of traditional wedding-gift manufacturers, gift shops, 
wedding services, and Internet malls ." (Emphasis added.) 
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Regarding claim 30, Applicant has requested a specific reference disclosing 
the feature of searching a website for at least one criterion, and within the two 
references a reason to combine. In response, Examiner has made the "InfoGear" 
article of record, correspondingly modifying the rejection of claim 30. Examiner 
recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art. See In re Fine, 
837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 
USPQ2d 1941 (Fed. Cir. 1992). In this case, motivation is implied by the "InfoGear" 
article, and by knowledge generally available to one of ordinary skill in the art, that 
people search websites by criteria to access the information they want, instead of 
wasting time with information of no interest to them. This "searching for at least one 
criterion" can take several forms: A user wishing to buy a registered gift for the 
Montague-Capulet wedding could enter "Montague" and/or "Capulet" as keywords for a 
search conducted by the website, by analogy to the teaching of "InfoGear," or he could 
simply look through a listing of wish lists until he spotted the names of the people for 
whom he wished to buy a wedding present, and click to access their wish list. Either 
would meet the limitation of claim 30. There may be, as Applicant writes, a multitude of 
ways one could navigate to a wish list, but Applicant cites no evidence that the most 
common, in 1999, was to use a password or login, and Cohen does not suggest any 
need for a password or login, nor do the other gift registry-related articles relied upon do 
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so. Finally, even if a password or login were used, that would not necessarily exclude a 
search by at least one criterion. 

As per claim 32, Applicant argues that there is no teaching that occasion data 
such as dates, guest lists, and reminder schedules are stored anywhere in the system 
of Cohen. Examiner replies that claim 32 does not recite dates, guest lists, and 
reminder schedules. It merely recites registering an occasion and associating at least 
one wish list with the occasion. Registering an upcoming wedding and the 
corresponding wish list, and storing the data, as implied by the online wedding registries 
that Cohen discloses, would meet the claim limitations, without any need to store the 
date of the wedding in the registry, let alone storing guest lists and reminder schedules. 

Applicant presents no particular arguments for the allowability of the remaining 
claims except that they are parallel to or dependent on claims 29, 30, 31 , and 32. As 
claims 29-32 are held to be properly rejected, there is no reason to withdraw the 
rejections of the other claims, although the limitation of claim 38 remains potentially 
allowable. 

The common knowledge or well-known in the art statements in the previous 
office action are taken to be admitted prior art, because Applicant did not traverse 
Examiner's taking of official notice, except with regard to claim 30. In response to 
Applicant's traversal, Examiner has relied upon explicit prior art to meet the limitation of 
claim 30. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Eggleston et al. (U.S. Patent 6,061 ,660) disclose a system and 
method for incentive programs and award fulfillment (note column 12, lines 48-52, for 
searching a website by criteria). Call (U.S. Patent 6,154,738) discloses methods and 
apparatus for disseminating product information via the Internet using universal product 
codes (note column 14, line 56, through column 15, line 7, for searching a website by 
criteria). Hsu et al. (U.S. Patent Application Publication 2006/01 22926) disclose a 
method and system for a universal gift registry. 

The Microsoft Press Computer Dictionary (page 27) defines "application." The 
anonymous article, "BarnesandNoble.com Adds NY Review of Books Readers Catalog," 
discloses searching a website catalog by various criteria. The anonymous article, 
"Scantron Quality Computers Launches eCbmmerce Catalog; http://cataloq.soc.com ." 
discloses searching a website catalog by various criteria. 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of . 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas D. Rosen whose telephone number is 571- 
272-6762. The examiner can normally be reached on 8:30 AM - 5:00 PM, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on 571-272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Non-official/draft communications can be faxed to the examiner at 571-273-6762. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system,call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

NICHOLAS D. ROSEN 
PRIMARY EXAMINER 

January 26, 2007 



Notice of References Cited 


Annli/*atinn/fV^ntrnl Ma 

/AJJJJlH^/allUI V\AJl III vl INU. 

10/634,627 


MppHcani^sj/raieni unuer 
Reexamination 
ROBERTSON, STEVEN C. 


Examiner 
Nicholas D. Rosen 


Art Unit 
3625 


Page 1 of 1 



U.S. PATENT DOCUMENTS 







rinraimpnt Niimhpr 

L/VwWMwlM I^IUillL/Vrl 

Country Code-Number-Kind Code 


Da to 

MM-YYYY 


Name 


Classification 


* 


A 


US-6.061.660A 


05-2000 


Eggleston et al. 


705/14 


* 


B 


US-6,1 54,738 A 


11-2000 


Call, Charles Gainor 


707/4 


* 


C 


US-2006/01 22926 A1 


06-2006 


Hsu et al. 


705/035 




D 


US- 










E 


US- 










F 


us- 










G 


us- 










H 


us- 










I 


us- 










J 


us- 










K 


us- 










L 


us- 










M 


us- 








FOREIGN PATENT DOCUMENTS 






Document Number 
Country Code-Number-Kind Code 


Date 
MM-YYYY 


Country 


Name 


Classification 




N 














0 














P 














Q 














R 














S 














T 












NON-PATENT DOCUMENTS 


★ 




Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages) 




U 


Microsoft Press Computer Dictionary, Third Edition, Redmond, 1997, page 27 




V 


Anon., "InfoGear® and Amazon.com Team up to Sell Books Via Internet Appliances," PR Newswire,. March 10, 1998. 




w 


Anon., "BarnesandNoble.com Adds NY Review of Books Readers Catalog," Newsbytes News Network, September 9, 1998. 




X 


Anon., "Scantron Quality Computers Launches eCommerce Catalog; http://catalog.sqc.com," PR Newswire, October 1, 1998. 



•A copy of this reference is not being furnished with this Office action. (See MPEP § 707.05(a).) 
Dates in MM-YYYY format are publication dates: Classifications may be US or foreign. 

U.S. Patent and Trademark Office 



PTO-892 (Rev. 01-2001) Notice of References Cited Part of Paper No. 20070126 



